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DETAILED ACTION 
Claim Objections 

1 . * Claim 9 is objected to because of the following informalities: "actuator" in line 1 of the 
claim should be changed to -apparatus-. Appropriate correction is required. 

2. Claim 23 is objected to because of the following informalities: "actuator" in line 1 of the 
claim should be changed to -apparatus-. Appropriate correction is required. 

Claim Rejections - 35 use § 102 

3 . The following is a quotation of the appropriate paragraphs of 3 5 U. S . C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the IMted States. 

4. Claims 15, 18-20, and 24-26 are rejected under 35 U.S. C. 102(b) as being anticipated by 
Heaton (US 4,452,663). 

As to Claim 15, Heaton discloses an apparatus (Figure 1, wall board taping apparatus 10) 
for applying tape from a roll (Figure 2, roll 44) to a seam between abutting sheets of wall board 
(Figure 2, wall board 50) comprising a frame (Figure 1, frame members 12 and 14) for rotatably 
supporting a roll of tape, the frame having an opening (Figure 1, frame member 16) through 



which tape may be dispensed from the roll; a roller (Figure 1, press roller 22) carried by the 
frame adjacent the opening for pressing tape dispensed through the opening from a roll rotatably 
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supported by the frame against a seam between abutting sheets of wall board; a brake (Figure 1, 
brake member 48) supported by the frame for applying a braking force to a roll of tape rotatably 
supported by the frame, thereby preventing tape from being dispensed through the opening from 
the roll; an elongated handle (Figure 1, handle 20) connected to the frame; and an actuator 
(Figure 1; trigger 58) connected to the elongated handle for remotely actuating the brake. It is 
noted that the apparatus of Heaton is capable of applying tape while being free of wall board 
conipound. 

As to Claim 18, Heaton discloses an apparatus which includes a shaft (Figure 1, shaft 46). 
carried by the frame (Figure 1, frame members 12 and 14) for rotatably supporting a roll of tape 
(Figure 1, roll 44). 

As to Claim 19, Heaton discloses an apparatus wherein the frame includes substantially 
parallel sidewalls (Figure 1, frame members 12 and 14) defining a space within which the shaft 
(Figure 1, shaft 46) and the tape roll (Figure 2, roll 44) are carried. 

As to Claim 20, Heaton discloses an apparatus wherein the space defines a pathway for 
the tape to move from a roll (Figure 1 , roll 44) rotatably supported by the frame to the opening 
for dispensing (Figure 1, frame member 16). 

As to Claim 24, Heaton discloses an apparatus wherein the actuator (Figure 1, trigger 58) 
comprises a lever pivotally connected to the elongated handle (Figure 1, handle 20) opposite the 
frame (Figure 1, frame members 12 and 14) and a linkage (Figure 1, cable members 52 and 54) 
connecting the lever to the brake (Figure 1, brake member 48). 

As.to Claim 25, Heaton discloses an apparatus wherein the elongated handle (Figure 2, 
handle 20) is tubular and the linkage (Figure 1, cable members 52 and 54) includes an elongated 
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link connected to the lever and extending through at least a substantial portion of the elongated 
handle. 

As to Claim 26, Heaton discloses an apparatus wherein the elongated link (Figure 1, 
cable members 52 and 54) comprises a cable. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1, 4-6, 9-12, 15, 23, 29, and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heaton (US 4,452,663) in view of Diaz (US 5,476,571). 

As to Claim 1, Heaton discloses an apparatus (Figure 1, wall board taping apparatus 10) 
for applying a material from a roll (Figure 1, roll 44) to a surface (Figure 2, wall board 50) 
comprising a frame (Figure 1, frame members 12 and 14) for rotatably supporting a roll of 
material, the frame (Figure 1 , frame member 16) having an opening through which material may 
be dispensed from the roll; a roller (Figure 1, press roller 22) carried by the frame adjacent the 
opening for pressing material dispensed through the opening from a roll rotatably supported by 
the frame against the surface; a brake (Figure 1, brake member 48) supported by the frame for 

- applying- a braking force-to-a-roU-of material-rotatably-supported by-the-framerthereby 

preventing material from being dispensed through the opening from the roll; an elongated handle 
(Figure 1, handle 20) connected to the frame; and an actuator (Figure 1, trigger 58) connected to 
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the elongated handle for remotely actuating the brake. Heaton does not disclose an apparatus 
wherein the actuator is separated from the brake by a distance of approximately three feet or 
more. It is well known and conventional in the tape dispensing art, as disclosed by Diaz (column 
5, lines 57-58), to provide a. taping apparatus for applying tape to a wail joint with an elongated 
handle, e.g. a handle being approximately four feet in length, to enable a user to apply tape to an 
entire standard-height wall joint without utilizing a ladder. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the elongated handle of Heaton to 
be several feet in length as suggested, by Diaz to enable a user to apply tape to an entire standard- 
height wall joint without utilizing a ladder. It is noted that the apparatus resulting from this 
modification would include having the actuator separated from the brake by a distance of several 
feet, i.e. three feet or more. 

As to Claim 4, Heaton discloses an apparatus which includes a shaft (Figure 1, shaft 46) 
carried by the frame (Figure 1, frame members 12 and 14.) for rotatably supporting a roll of tape 
(Figure 1, roll 44). 

As to Claim 5, Heaton discloses an apparatus wherein the frame includes substantially 
parallel sidewalk (Figure 1, frame members 12 and 14) defining a space within which the shaft 
(Figure 1, shaft 46) and the tape roll (Figure 2, roll 44) are carried. 

As to Claim 6, Heaton discloses an apparatus wherein the space defines a pathway for the 
tape to move from a roll (Figure 1, roll 44) rotatably supported by the frame to the opening for 
dispensing (Figure 1 , frame member 16).. 
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As to Claim 9, Heaton discloses an apparatus wherein the elongated handle (Figure 1, 
handle 20) is connected to the frame (Figure 1, frame members 12 and 14) at one of its ends and 
is connected to the actuator (Figure 1 , trigger 58) adjacent another of its ends. 

As to Claim 10, Heaton discloses an apparatus wherein the actuator (Figure 1, trigger 58) 
comprises a lever pivotally connected to the elongated handle (Figure 1, handle 20) opposite the 
frame (Figure 1, frame members 12 and 14) and a linkage (Figure 1, cable members 52 and 54) 
connecting the lever to the brake (Figure 1 , brake member 48). 

As to Claim 11, Heaton discloses an apparatus wherein the elongated handle (Figure 2, 
handle 20) is tubular and the linkage (Figure 1, cable members 52 and 54) includes an elongated 
link connected to the lever and extending through at least a substantial portion of the elongated 
handle. 

As to Claim 1 2, Heaton discloses an apparatus wherein the elongated link (Figure 1 , 
cable members 52 and 54) comprises a cable. 

As to Claim 15, Heaton discloses an apparatus (Figure 1, wall board taping apparatus 10) 
for applying tape from a roll (Figure 2, roll 44) to a seam between abutting sheets of wall board 
(Figure 2, wall board 50) comprising a frame (Figure 1, frame members 12 and 14) for rotatably 
supporting a roll of tape, the frame having an opening (Figure 1, frame member 16) through 
which tape may be dispensed from the roll; a roller (Figure 1, press roller 22) carried by the 
frame adjacent the opening for pressing tape dispensed through the opening from a roll rotatably 
supported by the frame against a seam between abutting sheets of wall board; a brake (Figure 1 , 
brake member 48) supported by the frame for applying a braking force to a roll of tape rotatably 
supported by the frame, thereby preventing tape from being dispensed through the opening from 
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the roll; an elongated handle (Figure 1, handle 20) connected to the frame; and an actuator 
(Figure 1, trigger 58) connected to the elongated handle for remotely actuating the brake. It is 
noted that the apparatus of Heaton is capable of applying tape while being free of wall board 
compound. 

As to Claim 23, the references as combined disclose an apparatus wherein the elongated 
handle is connected to the frame at one of its ends and is connected to the actuator adjacent 
another of its ends (see Heaton - Figure 1), the elongated handle having a length of three feet or 
more (see Diaz - column 5, lines 57-58). 

As to Claim 29, Heaton discloses a method of applying material from a roll (Figure 2, roll 
44) to a surface (Figure 2, wall board 50) conprising the steps of loading a roll of material into a 
dispensing frame (Figure 1, wall board taping apparatus 10) mounted on an elongated handle 
(Figure 1, handle 20) and having an opening (Figure 1, frame member 16) and a pressing roller 
(Figure 1, press roller 22); feeding an end of the material from the roll through the frame 
opening; using the handle and the pressing roller, pressing the end of the material against the 
surface; using the handle and pressing roller, moving the frame along the surface to dispense the 
material from the roll through the frame opening and apply the material over the surface; 
remotely applying a braking force to the material roll from a location on the handle opposite the 
frame to prevent material from being dispensed from the roll (column 2, lines 7-12 and 33-52). 
Heaton does not disclose a method wherein a braking force is remotely applied to the material 
roll from a location on the handle approximately three feet or more from the frame. It is well 
known and conventional in the tape dispensing art, as disclosed by Diaz (column 5, lines 57-58), 
to applying tape to a wall joint with an apparatus having an elongated handle, e.g. a handle being 
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approximately four feet in length, to enable a user to apply tape to an entire standard-height wall 
joint without utilizing a ladder. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the elongated handle of Heaton to be several feet in length as 
suggested by Diaz to enable a user to apply tape to an entire standard-height wall joint without 
utilizing a ladder. It is noted that the method resulting from this modification would include 
remotely applying a braking force to the material roll from a location on the handle which is 
several feet, i.e. three feet or more, from the frame. 

As to Claim 3 1 , Heaton discloses a method wherein the material is tape and the surface is 
a seam between abutting sheets of wallboard (column 2, lines 9-12). 

7. Claims 2, 3, 13, 14, and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heaton (US 4,452,663) and Diaz (US 5,476,571) as applied to claim 1 above, and further in 
view of O'Mara at al. (US 6,540,856). 

As to Claim 2, the references as cornbined (see Heaton) disclose using a knife to cut the 
tape below the roller (column 2, lines 50-52), but does not disclose an apparatus which includes a 
cutting member haying a cutting edge. The disadvantages of manually using a knife to cut the 
tape, i.e. risk of injury and the awkwardness of handling the taping apparatus with one hand and 
the knife with the other, would have been readily apparent to one of ordinary skill in the art. 
O'Mara et al. discloses an apparatus (Figure 2, dispenser 1 1) for applying a material from a roll 
(Figure 2, roll of tape 17) to a surface which includes a cutting member (Figure 2, cutter bar 51) 
having a cutting edge, the cutting member being carried by the frame adjacent an opening for 
cutting material dispensed through the opening from a roll rotatably supported by the frame 
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(column 3, lines 3 1-37). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of the references as combined to include a cutting 
member having a cutting edge as suggested by O'Mara et al. to provide the device with 
automated cutting. 

As to Claim 3, the references as combined (see O'Mara et al.) disclose an apparatus 
wherein the cutting member (Figure 2, cutter bar 51) is pivotally mounted to the frame for 
rotation of the cutting edge into engagement with tape material dispensed through the opening 
from a roll rotatably supported by the frame (column 3, lines 31-37). 

As to Claim 13, the references as combined (see O'Mara et al.) disclose an apparatus 
wherein the actuator (Figure 1, trigger 63) is connected to the elongated handle for remotely 
rotating the cutting edge (Figure 2, cutter bar 51) into engagement with the material dispensed 
through the opening from a roU rotatably supported by the frame (column 4, lines 7-8). 

As to Claim 14, the references as combined disclose an apparatus wherein the actuator 
comprises a lever pivotally connected to the elongated handle opposite the frame and a linkage 
connecting the lever to the brake (Heaton - Figure 2, trigger 58, cable members 52 and 54, brake 
member 48) and the cutting member (O'Mara et al. - Figure 1, trigger 63 and Figure 2, electrical 
switch assembly 6 1 , cutting bar 5 1 ) . 

As to Claim 30, the references as combined (see Heaton) disclose using a knife to cut the 
tape below the roller (column 2, lines 50-52), but do not disclose a step of remotely applying a 
cutting force to the material. O'Mara et al. discloses a method of applying material from a roll to 
a surface which includes a step of remotely applying abutting force to the material adjacent the 
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opening from a location on the handle opposite the frame to separate the material applied to the 
surface from the frame (Figure 2, cutter bar 51; Figure 1, trigger 63; column 4, lines 7-8). 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heaton (US 
4,452,663) and Diaz (US 5,476,571) as appHed to claim 1 above, and further in view of Shi (US 
5,236,540). 

As to Claim 7, the references as combined do not disclose an apparatus wherein the frame 
includes a lip adjacent the opening that is yieldably biased toward the roller; Shi discloses an 
apparatus for applying a material (Figure 4, tape 93) from a roll to a surface which includes a 
frame (Figure 4, frame 10) having a.lip (Figure 4, panel 42) adjacent an opening that is yieldably 
biased towards a roller (Figure 4, roller 2 1 ) for assuring at least a portion of material fed to the 
opening from the roll rotatably supported by the frame remains at the opening. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify the 
apparatus of the references as combined to include a lip adjacetit the opening that is yieldably 
biased toward the roller as suggested by Shi to ensure that the material is retained in a position 
required for effective dispensing. 

9 Claim 8 is rejected under 3 5 U. S . C. 1 03(a) as being unpatentable over Heaton (US 
4,452,663) and Diaz (US 5,476,571) as applied to claim 1 above, and fiirther in view of 
Thompson et al. (US 5,792,310). 

As to Claim 8, the references as combined do not disclose an-apparatus wherein the brake 
applies a braking force to a side of a roll of material rotatably supported by the frame. It is well 
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known and conventional in the tape dispenser art, as disclosed by Thonpson et al. (Figure 1, 
brake element 48), to provide a brake v^^hich applies- a braking force to a side of a roll of tape 
rotatably supported by the frame to control the dispensation of the tape. It would have been 
readily apparent to one of ordinary skill in the art that a braking element which acts on the side 
of the tape roll is functionally equivalent to a braking element which acts on the tape subsequent 
to its separation from the roll. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the apparatus of the references as combined to include a 
braking element which applies braking force to a side of a roll of material rotatably supported by 
the frame as suggested by Thonpson et al. to control the dispensation of the material; a braking 
element acting on the side of the tape roll being functionally equivalent to a braking element 
which acts on the tape subsequent to its separation from the roll. 

10. Claims 15-20 and 24-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heaton (US 4,452,663) in view of O'Mara et al. (US 6,540,856). 

As to Claim 15, Heaton discloses an apparatus (Figure 1, wall board taping apparatus 10) 
for applying tape from a roll (Figure 2, roll 44) to a seam between abutting sheets of wall board 
(Figure 2, wall board 50) comprising a frame (Figure 1, frame members 12 and 14) for rotatably 
supporting a roll of tape, the frame having an opening (Figure 1, frame member 16) through 
which tape may be dispensed from the roll; a roller (Figure 1 , press roller 22) carried by the 
frame adjacent the opening for pressing tape dispensed through the opening from a roll rotatably 
supported by the frame against a seam between abutting sheets of wall board; a brake (Figure 1, 
•brake member 48) supported by the frame for applying a braking force to a roll of tape rotatably 
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supported by the frame, thereby preventing tape from being dispensed through the opening from 
the roll; an elongated handle (Figure 1, handle 20) connected to the frame; and an actuator 
(Figure 1, trigger 58) connected to the elongated handle for remotely actuating the brake. It is 
noted that the apparatus of Heaton is capable of applying tape while being free of wall board 

compound. 

As to Claim 16, Heaton discloses using a knife to cut the tape below the roller (column 2, 
lines 50-52), but does not disclose an apparatus which includes a cutting member having a 
cutting edge. The disadvantages of manually using a knife to cut the tape, i.e. risk of injury and 
the awkwardness of handling the taping apparatus with one hand and the knife with the other, 
would have been readily apparent to one of ordinary skill in the art. O'Mara et al. disclose an 
apparatus (Figure 2, dispenser 1 1) for applying a material from a roll (Figure 2, roll of tape 17) to 
a surface which includes a cutting member (Figure 2, cutter bar 51) having a cutting edge, the 
cutting member being carried by the frame adjacent an opening for cutting material dispensed 
through the opening from a roll rotatably supported by the frame (column 3, lines 3 1-37). It 
would h^ve beeii obvious to one of ordinary skill in the art at the time of the invention to modify 
the apparatus of Heaton to include a cutting member having a cutting edge as suggested by 
O'Mara et al. to provide the device with automated cutting. 

As to Claim 17, the references as combined (see O'Mara et al.) disclose an apparatus 
wherein the cutting member (Figure 2, cutter bar 51) is pivotally mounted to the frame for 
rotation of the cutting edge into engagement with tape material dispensed through the opening 
from a roll rotatably supported by the frame (column 3, lines 3 1-37). 
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As to Claim 18, Heatoii discloses an apparatus which includes a shaft (Figure 1, shaft 46) 
carried by the frame (Figure 1, frame members 12 and 14) for rotatably supporting a roll of tape 
(Figure 1, roll 44). 

As to Claim 19, Heaton discloses an apparatus wherein the frame includes substantially 
parallel sidewalls (Figure 1, frame members 12 and 14) defining a space within which the shaft 
(Figure 1, shaft 46) and the roll (Figure 2, roll 44) are carried. 

As to Claim 20, Heaton discloses an apparatus wherein the space defines a pathway for 
material to move from a roll (Figure 1 , roll 44) rotatably supported by the frame to the opening, 
for dispensing (Figure 1, frame member 16). 

As to Claim 24, Heaton discloses an apparatus wherein the actuator (Figure 1, trigger 58) 
comprises a lever pivotally connected to the elongated handle (Figure 1, handle 20) opposite the 
frame (Figure 1, frame members 12 and 14) and a linkage (Figure 1, cable members 52 and 54) 
connecting the lever to the brake (Figure 1 j brake member 48). 

As to Claim 25, Heaton discloses an apparatus wherein the elongated handle (Figure 2, 
handle 20) is tubular and the Unkage (Figure 1, cable members 52 and 54) includes an elongated 
link connected to the lever and extending through at least a substantial portion of the elongated 
handle. 

As to Claim 26, Heaton discloses an apparatus wherein the elongated link (Figure 1, 
cable members 52 and 54) comprises a cable. 

As to Claim 27, the references as combined (see O'Mara et.al.) disclose an apparatus 
wherein the actuator (Figure 1, trigger 63) is connected to the elongated handle for remotely 
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rotating the cutting edge (Figure 2, cutter bar 51) into engagement with the material dispensed 
through the opening from a roll rotatably supported by the frame (column 4, lines 7-8). 

As to Claim 28, the references as combined disclose an apparatus wherein the actuator 
comprises a lever pivotally connected to the elongated handle opposite the frame and a linkage 
connecting the lever to the brake (Heaton - Figure 2, trigger 58, cable members 52 and 54, brake 
member 48) and the cutting member (O'Mara et al. - Figure 1, trigger 63 and Figure 2, electrical 
switch assembly 6 1 , cutting bar 5 1 ) . 

1 1 . Claims 15,18-21, and 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heaton (US 4,452,663) in view of Shi (US 5,236,540). 

As to Claim 15, Heaton discloses an apparatus (Figure 1, wall board taping apparatus 10) 
for applying tape from a roll (Figure 2, roll 44) to a seam between abutting sheets of wall board 
(Figure 2, wall board 50) comprising a frame (Figure 1, frame members 12 and 14) for rotatably 
supporting a roll of tape, the frame having an opening (Figure 1, frame member 16) through 
which tape may be dispensed from the roll; a roller (Figure 1, press roller 22) carried by the 
frame adjacent the opening for pressing tape dispensed through the opening from a roll rotatably 
supported by the frame against a seam between abutting sheets of wall board; a brake (Figure 1, 
brake member 48) supported by the frame for applying a braking force to a roll of tape rotatably 
supported by the frame, thereby preventing tape from being dispensed through the opening from 
the roll; an elongated handle (Figure 1, handle 20) connected to the frame; and an actuator 
(Figure 1, trigger 58) connected to the elongated handle for rernotely actuating the brake. It is 
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noted that the apparatus of Heaton is capable of applying tape while being free of wall board 
compound. 

As to Claim 18, Heaton discloses an apparatus which includes a shaft (Figure 1, shaft 46) 
carried by the frame (Figure 1, frame members 12 and 14) for rotatably supporting a roll of tape 
(Figure 1, roll 44). 

As to Claim 19, Heaton discloses an apparatus wherein the frame includes substantially 
parallel sidewalls (Figure 1, frame members 12 and 14) defining a space within which the shaft 
(Figure 1 , shaft 46) and the roll (Figure 2, roll 44) are carried. 

As to Claim 20, Heaton discloses an apparatus wherein the space defines a pathway for 
material to move from a roll (Figure 1, roll 44) rotatably supported by the frame to the opening 
for dispensing (Figure 1, frame member 16). 

As to Claim 21, Heaton does not disclose an apparatus wherein the frame includes a lip 
adjacent the opening that is yieldably biased toward the roller. Shi discloses an apparatus for 
applying a material (Figure 4, tape 93) from a roll to a surface which includes a frame (Figure 4, 
frame 10) having a lip (Figure 4, panel 42) adjacent an opening that is yieldably biased towards a 
roller (Figure 4, roller 21) for assuring at least a portion of material fed to the opening from the 
roll rotatably supported by the frame remains at the opening. It would have been obvious to one 
of ordinary skill in the art at the time of the invention to modify the apparatus of Heaton to 
include a lip adjacent the opening that is yieldably biased toward the roller as suggested by Shi to 
ensure that the material is retained in a position required for effective dispensing. 

As to Claim 24, Heaton discloses an apparatus wherein the actuator (Figure 1, trigger 58) 
comprises a lever pivotally connected to the elongated handle (Figure 1, handle 20) opposite the 
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frame (Figure 1, frame members 12 and 14) and a linkage (Figure 1, cable members 52 and 54) 
connecting the lever to the brake (Figure 1 , brake member 48). 

As to Claim 25, Heaton discloses an apparatus wherein the elongated handle (Figure 2, 
handle 20) is tubular and the linkage (Figure 1, cable members 52 and 54) includes an elongated 
link connected to the lever and extending through at least a substantial portion of the elongated 
handle. 

As to Claim 26, Heaton discloses an apparatus wherein the elongated link (Figure 1, 
■ cable members 52 and 54) conprises a cable. 

12. Claims 1 5, 18-20, 22, and 24-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heaton (US 4,452,663) in view of Thonqjson et al. (US 5,792,3 10). 

As to Claim 15, Heaton discloses an apparatus (Figure 1, wall board taping apparatus 10) 
for applying tape from a roll (Figure 2, roU 44) to a seam between abutting sheets of wall board 
(Figure 2, wall board 50) comprising a frame (Figure 1, frame members 12 and 14) for rotatably 
supporting a roll of tape, the frame having an opening (Figure 1, frame member 16) through 
which tape may be dispensed from the roll; a roller (Figure 1 , press roller 22) carried by the 
frame adjacent the opening for pressing tape dispensed through the opening from a roll rotatably 
supported by the frame against a seam between abutting sheets of wall board; a brake (Figure 1, 
brake member 48) supported by the frame for applying a braking force to a roll of tape rotatably 
supported by the frame, thereby preventing tape from being dispensed through the opening from 
the roll; an elongated handle (Figure 1, handle 20) connected to the frame; and an actuator 
(Figure 1, trigger 58) connected to the elongated handle for remotely actuating the brake. 



Application/Control Number: 10/657,885 Page 17 

Art Unit: 1734 

As to Claim 18, Heaton discloses an apparatus which includes a shaft (Figure 1, shaft 46) 
carried by the frame (Figure 1, frame members 12 and 14) for rotatably supporting a roll of tape 
(Figure 1, roll 44). 

As to Claim 19, Heaton discloses an apparatus wherein the frame includes substantially 
parallel sidewalls (Figure 1, frame members 12 and 14) defining a space within which the shaft 
(Figure 1 , shaft 46) and the roll (Figure 2, roll 44) are carried. 

As to Claim 20, Heaton discloses an apparatus wherein the space defines a pathway for 
material to move from a roll (Figure 1, roll 44) rotatably supported by the frame to the opening 
for dispensing (Figure 1, frame member 16). 

As to Claim 22, Heaton does not disclose an apparatus wherein the brake applies a 
braking force to a side of a roll of material rotatably supported by the frame. It is well known 
and conventional in the tape dispenser art, as disclosed by Thompson et al. (Figure 1, brake 
element 48), to provide a brake which applies a braking force to a side of a roll of tape rotatably 
supported by the frame to control the dispensation of the tape. It would have been readily 
apparent to one of ordinary skill in the art that a braking element which acts on the side of the 
tape roll is fiinctionally equivalent to a braking element which acts on the tape subsequent to its 
separation from the roll. It would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Heaton to include a braking element which applies 
braking force to a side of a roll of material rotatably supported by the frame as suggested by 
Thompson et al. to control the dispensation of the material; a braking element acting on the side 
of the tape roll being fiinctionally equivalent to a braking element which acts on the tape 
subsequent to its separation from.the roll. 
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As to Claim 24, Heaton discloses an apparatus wherein the actuator (Figure 1, trigger 58) 
comprises a lever pivotally connected to the elongated handle (Figure 1 , handle 20) opposite the 
frame (Figure 1, frame members 12 and 14) and a linkage (Figure 1, cable members 52 and 54) 
connecting the lever to the brake (Figure 1 , brake member 48). 

As to Claim 25, Heaton discloses an apparatus wherein the elongated handle (Figure 2, 
handle 20) is tubular and the linkage (Figure 1, cable members 52 and 54) includes an elongated 
link connected to the lever and extending through at least a substantial portion of the elongated 
handle. 

As to Claim 26, Heaton discloses an apparatus wherein the elongated link (Figure 1 , 
cable members 52 and 54) comprises a cable. 

Response to Arguments 
13. In response to the appUcant's arguments that Heaton fails to disclose an elongated. handle 
or the location of an actuator at a position remote from a brake, the examiner notes that the 
appUcant's arguments have been considered but are moot in view of the new grounds of 
rejection. The newly provided reference of Diaz discloses a taping apparatus for applying tape to 
a wall joint having an elongated handle which is approximately four feet in length. In light of 
the newly provided reference of Diaz, the examiner asserts that it would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify the elongated handle of 
Heaton to be several feet in length as suggested by Diaz to enable a user to apply tape to an 
entire standard-height wall joint without utilizing a ladder. It is noted that the apparatus resulting 
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from this modification would include having the actuator separated from the ijrake by a distance 
of several feet, i.e. three feet or more. 

In response to apphcant's argument that Heaton fails to disclose an apparatus which is 
free of wall board compound, a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structiu-e is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as con5)ared to the prior art. 
See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 939, 
136 USPQ 458, 459 (CCPA 1963). The examiner asserts that the apparatus of Heaton is capable 
of applying tape while being free of wall board compound, e.g. applying tape to a wall joint 
which has wall board compound pre-applied thereon. 

Iri response to the applicant's arguments, the recitation of an apparatus which is "free of 
wall board compound" has not been given patentable weight because the recitation occurs in the 
preamble. A preamble is generally not accorded any patentable weight where it merely recites 
the piupose of a process or the intended use of a structure, and where the body of the claim does 
not depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) 
snAKropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

In response to applicant's arguments that there is no suggestion to combine the . 
references, the examiner recognizes that obviousness can billy be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
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teaching, suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F. 2d 1071, 
5 USPQ2d 1596 (Fed. Cir. 1988) and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, obviousness is established by combining the teachings of the prior art, i.e. 
the teachings of Heaton, Diaz, and O'Mara et al., to produce the claim invention where there is 
some motivation found in the knowledge generally available to one of ordinary skill in the art, 
i.e. the knowledge that manually using a knife to cut the tape dispensed from an apparatus such 
as that disclosed by Heaton includes the awkwardness of handling the taping apparatus with one 
hand and the knife with the other, as well as the risk of injury to the user's hand. Therefore, the 
examiner asserts that obviousness has been appropriately established. 

Conclusion 

1 4. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



supervisor, Christopher A. Fiorilla can be reached on (517) 272-1 187. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



final action. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Cheryl N. Hawkins whose telephone number is (571) 272-1229. 
The examiner can normally be reached on 8;30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



Cheryl N. Hawkins 
April 29, 2005 
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